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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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8) n Clalm(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 



Claims 1-23 are pending in this office action. 

Continuation-in-part Application 

The applicant is asked to provide the continuation-in-part application number 
noted on page 1 in the description referenced under attorney docket SAA-34-1 , 



1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

3. Claim 6 recites the limitation "the server" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 

Ciaim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



Claim Rejections - 35 USC §112 



states. 
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(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C, 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

5. Claims 1 ,2, 4 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Graber et al., U.S. Patent 5,162,986 (Graber). 

6. With respect to Claim 1 , Graber teaches a control system (Col. 5 lines 61-65) 
comprising an automation device operably connected to a network (Col. 5 lines 61-65), 
a network device operably connected to the network (Col. 5 lines 61-65), and an 
application program stored in the network device (Col. 6 lines 6-8), wherein the 
application program controls the automation device (Col. 2 lines 8-12). It is inherent 
that the application program is selected in response to an application program request 
message sent from the automation device since the request sent from the automation 
device to the network device contains information identifying the application program 
(Col. 19 lines 57-58) and information determining if the download should occur (Col. 19 
line 59 and Col. 20 line 9-11). Thus if the information determines the download should 
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occur, the application progrann noted in the message is selected and downloaded (Col. 
19 line 64 to Col. 20 line 3). 

7. With respect to Claim 2, Graber teaches all the limitations of Claim 1 and further 
teaches the application program comprises an executive code and a user code (Col. 2 
line 64 to Col 3 line 2). 

8. With respect to Claim 4, Graber teaches all the limitations of Claim 1 and further 
teaches the automation device is a programmable logic controller (Col. 4 line 39). 

9. With respect to Claim 5, Graber teaches all the limitations of Claim 1 and further 
teaches the network device is a server (Col. 4 lines 13-17). 

10. Claims 12, 13 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Graber. 

1 1 . With respect to Claim 1 2, Graber teaches a method of operating a control system 
on a network (Col. 5 lines 61-65) comprising the steps of providing a network device for 
storing an application program to be executed on an automation device (Col. 6 lines 6- 
8), transmitting a message for requesting the application program from the network 
device (Col. 6 lines 29-32), transmitting the application program to the automation 
device (Col. 20 lines 1-4), and installing the application program on the automation 
device (Col. 20 lines 41-45). It is inherent that the application program is selected in 
response to an application program request message sent from the automation device 
since the request sent from the automation device to the network device contains 
information identifying the application program (Col. 19 lines 57-58) and information 
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determining if the download should occur (Col. 19 line 59 and Col. 20 line 9-11). Thus if 
the information determines the download should occur, the application program noted in 
the message is selected and downloaded (Col. 19 line 64 to Col. 20 line 3). 
12. 

1 3. With respect to Claim 1 3, Graber teaches all the limitations of Claim 1 2 and 
further teaches the step of executing the application program on the automation device 
(Col. 20 lines 44-45). 

1 4. With respect to Claim 1 5, Graber teaches all the limitations of Claim 1 2 and 
further teaches an executive and user program code for the automation device (Col. 2 
line 64 to Col. 3 line 2), and the user program is selected in response to the message 
requesting the application program (Col. 19 line 64 - Col. 20 line 13). 

15. Claims 17, 19 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Graber. 

1 6. With respect to Claim 1 7, Graber teaches a network control system (Col. 5 lines 
61-65) comprising means for operably connecting a network device to the network 
control system (Col. 5 lines 61-65), the network device stores an application program for 
controlling an automation device (Col. 6 lines 6-8), means for transmitting a message 
requesting the application program (Col. 6 lines 30-32), means for transmitting the 
application program to the automation device (Col. 20 lines 1-4), and means for 
installing the application program (Col. 20 lines 41-45). It is inherent that there is means 
for the application program to be selected in response to the message requesting the 
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application program since the request sent from the automation device to the network 
device contains information identifying the application program (Col. 19 lines 57-58) and 
information determining if the download should occur (Col. 19 line 59 and Col. 20 line 9- 
11). Thus if the information determines the download should occur, the application 
program noted in the message is selected and downloaded (Col. 19 line 64 to Col. 20 
line 3). 
17. 

1 8. With respect to Claim 1 9, Graber teaches all the limitations of Claim 1 7 and 
further teaches the automation device is a controller (Col. 4 line 39). 

1 9. With respect to Claim 20, Graber teaches all the limitations of Claim 1 7 and 
further teaches the network device is a server (Col. 4 lines 13-17). 

20. Claim 21 is rejected under 35 U.S.C. 102(b) as being anticipated by Graber. 
Graber teaches a method of operating a network control system on a network (Col. 5 
lines 61-65) comprising the steps requesting the application program for the automation 
device (Col. 6 lines 29-32), transmitting the application program to the automation 
device (Col. 20 lines 1-4), and installing the application program on the automation 
device (Col. 20 lines 41-45). It is inherent that the application program is selected in 
response to an application program request message sent from the automation device 
since the request sent from the automation device to the network device contains 
information identifying the application program (Col. 19 lines 57-58) and information 
determining if the download should occur (Col. 19 line 59 and Col. 20 line 9-11). Thus if 
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the information determines the download should occur, the application program noted in 
the message is selected and downloaded (Col. 19 line 64 to Col. 20 line 3). 

21 . Claims 1 ,2 and 4-7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Stripf et al., U.S. Patent 6,263,487 (Stripf). 

22. With respect to Claim 1 . Stripf teaches a control system (Col. 2 lines 65-67) 
comprising an automation device operably connected to a network (Col. 2 lines 3-9). a 
network device operably connected to the network (Col. 2 lines 3-9), and an application 
program stored in the network device (Col. 3 lines 4-7), wherein the application program 
controls the automation device (Col. 3 lines 57-59). It is inherent in Stripf that the 
application program is selected in response to an application program request message 
sent from the automation device because when a program is to be modified there is a 
message sent from the automation device (Col. 3 lines 13-16). Based on the 
information contained in this message, the program is selected, modified, and 
transmitted (Col. 3 lines 16-18). 

23. With respect to Claim 2, Stripf teaches all the limitations of Claim 1 and further 
teaches the application program comprises an executive code and a user code (Col. 4 
lines 6-9). 

24. With respect to Claim 4, Stripft teaches all the limitations of Claim 1 and further 
teaches the automation device is a programmable logic controller (See Fig. 1). 

25. With respect to Claim 5, Stripft teaches all the limitations of Claim 1 and further 
teaches the network device is a server (See Fig. 1). 
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26. With respect to Claim 6, Stripft teaches all the limitations of claim 4 and further 
teaches the server has a TCP/IP protocol (Col. 2 lines 7-9). 

27. With respect to Claim 7, Stripft teaches all the limitations of Claim 1 and further 
teaches the network is Internet (Col. 1, lines 65-67). 

28. Claims 12, 13,15 and 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Stripf. 

29. With respect to Claim 12, Stripft teaches a method of operating a control system 
on a network (Col. 2 lines 65-67) comprising the steps of providing a network device for 
storing an application program to be executed on an automation device (Col. 3 lines 4- 
7), transmitting a message for requesting the application program from the network 
device (Col. 3 lines 13-15), transmitting the application program to the automation 
device (Col. 3 lines 15-18), and installing the application program on the automation 
device (Col. 3 lines 57-59). It is inherent in Stripf that the application program is 
selected in response to an application program request message sent from the 
automation device because when a program is to be modified there is a message sent 
from the automation device (Col. 3 lines 13-16). Based on the information contained in 
this message, the program is selected, modified, and transmitted (Col. 3 lines 16-18). 

30. With respect to Claim 13, Stripf teaches all the limitations of Claim 12 and further 
teaches the step of executing the application program on the automation device (Col. 3 
lines 57-59). 
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31 . With respect to Claim 15, Stripf teaches all the limitations of Claim 12 and further 
teaches an executive and user program code for the automation device (Col. 4 lines 6- 
9), and the user program is selected in response to the message requesting the 
application program (Col. 3 lines 15-18). 

32. With respect to Claim 16, Stripf teaches all the limitations of Claim 15 and further 
teaches the executive program code is customized in response to the message 
requesting the application program to meet the minimum requirements for executing the 
application program (Col. 3 lines 15-18 and Col. 4 lines 17-20). 

33. Claims 17-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Stripf. 

34. With respect to Claim 17, Stripf teaches a network control system (Col. 2 lines 
65-67) comprising means for operably connecting a network device to the network 
control system (Col. 2 lines 3-9), the network device stores an application program for 
controlling an automation device (Col. 3 lines 4-7), means for transmitting a message 
requesting the application program (Col. 3 lines 13-15), means for transmitting the 
application program to the automation device (Col. 3 lines 15-18), and means for 
installing the application program (Col. 3 lines 57-59). ). It is inherent that there is 
means for the application program to be selected in response to the message 
requesting the application program because when a program is to be modified there is a 
message sent from the automation device (Col. 3 lines 13-16). Based on the 
information contained in this message, the program is selected, modified, and 
transmitted (Col. 3 lines 16-18). 
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35. With respect to Claim 18, Stripf teaches all the limitations of Claim 17 and further 
teaches the means for customizing the application program to meet the minimum 
requirements for executing the application program (Col. 3 lines 15-18 and Col. 4 lines 
17-20). 

36. With respect to Claim 19, Stripf teaches all the limitations of Claim 17 and further 
teaches the automation device is a controller (See Fig.1 ref#6). 

37. With respect to Claim 20, Stripf teaches all the limitations of Claim 17 and further 
teaches the network device is a server (See Fig. 1). 

38. Claims 21 and 22 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Stripf. 

39. With respect to Claim 21 , Stripf teaches a method of operating a network control 
system on a network (Col. 2 lines 65-67) comprising the steps requesting the 
application program for the automation device (Col, 3 lines 13-15), transmitting the 
application program to the automation device (Col. 3 lines 15-18), and installing the 
application program on the automation device (Col. 3 lines 57-59). It is inherent in Stripf 
that the application program is selected in response to an application program request 
message sent from the automation device because when a program is to be modified 
there is a message sent from the automation device (Col. 3 lines 13-16). Based on the 
information contained in this message, the program is selected, modified, and 
transmitted (Col. 3 lines 16-18). 
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40. With respect to Claim 22, Stripf teaches all the limitations of Claim 21 and further 
teaches customizing the application program to meet the minimum requirements for 
executing the application program (Col. 3 lines 15-18 and Col. 4 lines 17-20). 



Claim Rejections - 35 USC § 103 

41 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

42. Claims 3, 14, and 23 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stripf. 

43. With respect to Claim 3, Stripf teaches all the limitations of Claim 2. Stripf does 
not explicitly detail selection of the executive code in response to the user code 
selected. However, Stripf does teach that the application program is modified or 
supplemented based on a request (Col. 3 Iines17-18). Since the application is 
separated into code components (Col. 4 lines 6-9), it is implicit in Stripf that one code 
section can effect the selection of another code section. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have the control 
system disclosed by Stripf select the executive code in response to the user code 
selected based on a request. This would allow the application program to be modified 
in separate code sections. One would be motivated to have this since it would allow the 
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programming unit to program according to the requirements of the specific control 
objective to be achieved (Col. 4 lines 17-20). 

44. With respect to Claim 14, Stripf teaches all the limitations of Claim 12 and further 
teaches identifying the message for requesting the application program (Col. 3 lines 13- 
15) and selecting a user application program in response to the message (Col. 3 lines 
15-18). However, Stripf does teach that the application program is modified or 
supplemented based on a request (Col. 3 Iines17-18). Since the application is 
separated into code components (Col. 4 lines 6-9), it is implicit in Stripf that one code 
section can effect the selection of another code section. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have the control 
system disclosed by Stripf select the executive code in response to the user code 
selected based on a request for the same reason and motivation stated above in Claim 
3. 

45. With respect to Claim 23, Stripf teaches all the limitations of Claim 22. Stripf 
does not explicitly detail selection of the executive code in response to the user code 
selected. However, Stripf does teach that the application program is modified or 
supplemented based on a request (Col. 3 Iines17-18). Since the application is 
separated into code components (Col. 4 lines 6-9), it is implicit in Stripf that one code 
section can effect the selection of another code section. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have the control 
system disclosed by Stripf select the executive code in response to the user code 
selected based on a request. It would have been obvious to one of ordinary skill in the 
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art at the time tlie invention was made to have the control system disclosed by Stripf 
select the executive code in response to the user code selected based on a request for 
the same reason and motivation stated above in Claim 3. 



46. Claims 8-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Graber in view of Deegan et al., U.S. Patent 6,055,632 (Deegan). Graber teaches all 
the limitations of Claim 1. 

47. With respect to Claim 8, Graber does not teach the network is Ethernet. Deegan 
teaches the use of an Ethernet network for downloading software to programmable 
controllers. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have the control system as disclosed by Graber use an Ethernet 
network as indicated by Deegan since Ethernet provides high speed (Col. 5 lines 54-55 
of Deegan). One would be motivated to have this since software can be upgraded more 
quickly. 

48. With respect to Claim 9, Graber does not teach the network is Profibus. Deegan 
teaches the use of an Ethernet network for downloading software to programmable 
controllers. Deegan suggests that other types of networks could be used although 
Ethernet is preferred (Col. 5 lines 54-55). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have the control system as 
disclosed by Graber use a Profibus network as indicated by Deegan. Profibus provides 
an automation system with protocol based on international standards. One would be 
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motivated to use Profibus since this would allow communications between devices that 
follow those standards. 

49. With respect to Claim 10, Graber does not teach the network is ControlNet. . 
Deegan teaches the use of an Ethernet network for downloading software to 
programmable controllers. Deegan suggests that other types of networks could be 
used although Ethernet is preferred (Col. 5 lines 54-55). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have the control 
system as disclosed by Graber use a ControlNet network as indicated by Deegan. 
ControlNet offers multiple controllers controlling I/O on the same link. One would be 
motivated to have this since other networks only allow one master controller on the link. 

50. With respect to Claim 1 1 , Graber does not teach the network is Modbus+. 
Deegan suggests that other types of networks could be used although Ethernet is 
preferred (Col. 5 lines 54-55). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have the control system as disclosed by 
Graber use a Modbus+ network as indicated by Deegan. Modbus+ is a standard 
protocol in the automation industry. One would be motivated to use Modbus+ since 
many industry supplies implement Modbus+ protocol. 



# 
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Conclusion 



51 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

52. Akiyama, U.S. Patent 5,012,402 "System for modifying a machine's program at a 
remote location" April 30, 1991 

53. Onarheim et al., U.S. Patent 5,168,441 "Method for set up and programming of 
machine process controllers" December 1, 1992 

54. Sadre et al., U.S. Patent 5,485,620 "Integrated control system for industrial 
automation applications" January 16, 1996 

55. Suda et al., U.S. Patent 5,752,033 "Programming device for programmable 
controller and method of inputting memory display for programming device" May 12, 
1998 

56. Green. U.S. Patent 6,247,168 "Embedded Non-Volatile Programming Tool" June 
12, 2001 

57. Wirtz, II et al., U.S. Patent 6,414,871 "Systems and methods for programming 
programmable devices" July 2, 2002. 
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Any inquiry concerning tiiis communication or earlier communications from the 
examiner sliould be directed to David Lazaro whose telephone number is (703) 305- 
4868. The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on (703) 308 - 6662. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 




David Lazaro 
August 14, 2003 




